papef No 4f dated July 23, 2001 to show nonobviousness, nor responding under 35 
U.S.C. 102. as alleged by the Examiner in Paper No. 7. Applicants have previously 
asserted and continue to assert that the Examiner ha* not established a prima fade 
caseofobvtoufiness. The Examiner has failed lo point out any suggestion in Weliings 
or Lane any suggestion, motivation, or (ncentive to modify or combine the reforancae. 

Wettings does not leach the liquid developer reconstitution compound 
recited in claim one. Weliings does not teach the use of a second Ifquid developer. 
Additionally. Weliings does not teach the dispersion of a first and second liquid 
developer. Further. Wetting does not teach the formation of a second liquid developer 
by dispersion of a first liquid developer concentrate in a carrier liquid Into additional 
carrier Uquki. Still further, Welling does not teach redtepersing the reclaimed 
undeveloped developer cake in a second developer liquid. 

When prior art references require selective combination to render, 
obvious a subsequent invention, there must be some reason for the combination other 
than the hindsight gleaned from the Invention itself, ytfroyat toff. V. Rwtkfo W^y 
Con^ Ft 2d, 5 U.&P.Q. 2<* 1435 (Fed. Cir. 1988); trtfsrcorinqti Pfenning Corp- v- 
774 F. 2d 1 132, 2Z7 U.S.P.Q. 543 (Fed. Cir. 13&5). ft is impeimlssUate to use the 
dafms as a frame and the prior art references as a mosaic to piece together a 
facsimile of ma claimed Invention. Uft\rc*niX lnc - v - RuQ * ln gQTP " F * 2d ' 5 
U.S.P.Q. 2d 1435 {Fed. Or. 1986); w. L. Gore apH Appelates. Inc. v. Gartotfk. Inc., 
721 P. 2d 1540, 220 U.S.P.Q. 303 (Fed. Cir. 1983). 

"The Examiner appears to have considered various portions of the 
references cited, in each Instance viewing the cited portion in Isolation from the 
context of the entire reference, and combined these Isolated portions to arrive at the 
present Invention wfth the benefit of hindsight Using hindsight or applying the benefit 
of the teachings of the present application when determining obviousness, however, is 
Impermissible; the references applied must be reviewed without hlndsfght. must be 
reviewed as a whole, and must suggest the desirability of combining the references. 
Undernann WascftlnenfabriK v. American Hoist & Derrick Co., 221 U.S.P.Q. 4B1 (Fed. 
Cir. 1984). There Is not suggestion In the cited reference to combine elements In the 
manner suggested by the Examiner. Th consistent criterion for c^tetmlnatfon of 
obviousness is whether the prior art would have suggested to one of ordinary skill m 
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the art that this process Should be carried oui and would have a reasonable likelihood 
of success, viewed in the Bght of the prior an. Both the suegeefen end the 
expeciailon of success most be founded In the prior art. not In the applicant's 
dieetoaure. hv^i^, Chemical. 5 U.S.P.Q. 2d 1529 (Fed. Cir. 1898). There la no 
suggestion In Wellings. Lane, nor Liu to combine the disclosures tn the manner 
arteriated by the Examiner. Who* euch a suggestton. owe can not be any 

expectation of success. 

Uu does not teach Ihe use of a second liquid developer. Liu does not 
teach retfeperaing of the reclaimed undeveloped developer cake in a second liquid 
«tovetope». Further. Uu does not leach or suggest the use of a second liquid 
developer Which is dielectric. 

None of the cited references suggests or teaches the desirability of 
comWrtngttoelernerits of the preeer* Invention »a ciairned. Obviousness cannot be 
eaabltehed by combines reference* to arrive al the claimed inverrtion, absent some 
teaching, suggestion, or incentive supporting the comblnetton. I n "> Ge|qar . 2 
USPQ 2d 1278 (Fed. Cir. 1887); OmHn y "fff ffnti. ftrctwiY und Pm ■ Mr? Co ,. 
F*d 136, 231 U.S.P.Q. 644 (Fed. Or. 1986): ACS Hospital Systems. Inc. v. 
Monteftore Hospital. 732 Md 1S72. 221 U.S.P.Q. (BNA) 929 (Fed. Cir. 1984). 

In the instant application, the Examiner indicates thai » would have been 
obvious for a person having ordinary skU in the art to combine the Squid developer 
concemrale comprising a surfactant as disclosed by Lane wtth the teachings of 
WeUngs awfor Uu to arrive at the appBcanre invention. The Examiner has not 
provided any reason or suggestion for the combination other than the hindsight taken 
from the appfcanfs invention. There is no suggestion in Welling*. Uu, or Lane tor 
aueh a combination. The Examiner has stated lhat Urrfa Squid developer 
concentrate meets WeHlngs requirements of a Squid developer concentrate end that 
Une teaches mat We liquid developer coneemata can be easily dispersed and 
eliminates th« naed for frequent disposal of liquid from tho developing apparatus. The 
fact that the prtor could have been modified dose not niake lr« modm<^ otwlous 
vman there is no suggestion of the desirability of such a modification. 

The Examiner is using Appellants disclosure as a recipe for selecting 
the appropriate portions of the prior art to construct Appellant* invention 
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pieoemaal reconstruction of the prior art patents In light of Appellant's dtadosure is not 
M for • MoN. of oWcu^ InreKammet a... 172 U.S.P.Q. 298 (C.C.PA 
1972) Tne mere fact that the prior art devices could have been modified does not 
mate mo modification obvious unless the prior art suggested the °' ^ 

modJftea «on. b, re Gordon. 221 U.S.P.Q. 1126, (Fed. Or. 1984): Jon* v. Hardy. 220 
U S P O 1021, (Fed. Cir. 1884). tt to clear that the combination of patents doe* not 
suggest that the modifications proposed by the Examiner be mad*. 

As a*, court of Appeals for the Federal Circuit stated in YftmanaiiS&J 
^ ^^Ml fc, 56 USPQ2d. 1641 (Fed. Cir. 2000) 

at 1044' 

This court has recently reemphastead the importance of the mottvation 

to combine: % 

As this ootid has stated. •virtual* an pnvanhor*) are 
combinations of oW elements.- Therefore, an oxamtnai 
lor accused infringer] may often find every element of a 
ctaim^ invention in the prior art. rf Identification of each 
gteimed element in the prior art ware sufficient to negate 
patentability, very few patents would ever Issue. 
Furthermore, rejecting patents solely by finding prior art 
eoroltartee for the claimed elements would permit an 
examiner [or accused infringe!] to use the claimed 
invention Itself as a blueprint tor piecing together 
dements In ihe prior art to defeat the paterrtabHily ol the 
claimed invention. 

To counter this potential weakness in the 
obviousness construct, the suggestion to combine 
requirement stands as a critical safeguard against 
hindsight analysis and rote application of the legal test 
tor obviousness. 

)DJ&mmi 149 F.3d 1350. 1357-58. 47 USPQZd 1453. 1457 (Fed. 
Cir. 1908) (Internal cftstfons omitted). 
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Accordingly, reconsideration and withdrawal of the rejection under 35 
USC 103 Is respectfully requested. 

In the event the Examiner considers parsonaJ contact advantageous to 
the disposition of this case, the Examiner to hereby authorized to cat! Applicant's 
Attorney, Robert Thompson, at Telephone Number (716) 423-2050, Rochester, New 

Y °* No additional fee is believed to be required tor this amendment 

However, the undersigned Xerox Corporation attorney hereby authorizes the 
charging of any necessary fees, other than the issue fee. to Xerox Corporation 
Deposit Account N0.24-Q025. 




Robert Thompson 
Attc>mey for Applicant 
Registration No. 47,137 



R-T/pn 

Xerox Corporation 
Xerox Square 020 
Rochester, New York 14644 
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yPQA^Wrm MARICIMQS TO SHOW CHANGES WAPE; 

3. (Amended) A process in accordance with claim 1, further 
comprising [where] whe rein me developer cake on the [a] Oqufd receiver member is 
charged by a corona charger prior to developing the image. 

10. (Amended) A process in accordance with ctelm 1, wherein the 
reclaimed undeveloped developer cake ta separated from the second liquid developer 
untff the solids content of the second Squid developer drops betow from about 6 to 
about 10 weight percent 
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